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58-149, 161, 163-164, and 167-170 without prejudice. Therefore, Applicants believe that this response 
is complete. 

II. THE 35 USC § 112, SECOND PARAGRAPH REJECTIONS 

A. Claims 1-3, 7, 9-18, 20-46, 48-53, 150-157, and 165 remain rejected and claims 166 and 
171-173 are newly rejected as indefinite for failing to particularly point out and distinctly 
claim the subject matter which the applicant regards as the invention. 

This rejection is respectfully traversed. 

The Examiner states: 

The phrase in lines 16-17, page 128, "M is selected from. . .but is not an 
FBPase inhibitor" is indefinite. What do the Applicants intend by 
"biologically active agent? How active and active as what? Office Action 
p. 6 

The Examiner views the above rejection as related to the remaining rejection of claims 1-3, 7, 9- 
18, 20-46, 48-53, 150-157, and 165 and the new rejection of 166 and 171-173 for indefiniteness for 
failing to particularly point out and distinctly claim the subject matter which the applicant regards as the 
invention. 

The Examiner states: 

The phrase in lines 20-21, page 128 "M is not -NH(lower alkyl), -N(lower 
alkyl) 2 " is indefinite. M-PO3" 2 etc must be biologically active. Are ~ 2 0 3 P- 
NH(lower alkyl) or " 2 0 3 P-N(lower alkyl) 2 biologically active? If not, the 
proviso excluded something that is not present. Office Action pp. 6-7 

As the Examiner has said that these two rejections are related, they will be traversed together. 

The Examiner notes that the Applicants have pointed to pp. 21-22 to clarify the nature of M. (Office 

Action p. 7). The Examiner says that "this passage implies that MPO3" 2 etc must be the biologically 

active agent." (Office Action p. 7). The Examiner then goes on to say: 

The radical M itself might contain phosphorus but it would be a second 
phosphorus atom. The compound M-H might or might not be biologically 
active. However, we do not know if only therapeutic activity is indented 
[sic]. Are poisons and biochemical intermediates also covered by the 
term? Office Action p. 7 

The Examiner further states that he searched the US patent files and the Internet for the terms 
"group", "attached", "PO3" 2 ", and "biologically active agent." (Office Action p. 7). The Examiner says 
that he can find no evidence that it is an art recognized phrase. (Office Action p. 7). 
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The Examiner feels that "the proviso concerning amines only clouds the issue." (Office Action p. 
7). The Examiner states: 

The Examiner understand what radicals are excluded and that it was done 
to avoid art. Applicants' uncertainty about the amine exclusion only 
means that they also are uncertain as to the metes and bounds of the 
structure M if they are uncertain about the biological activity of" 0 3 P- 
NH(lower alkyl). Office Action pp. 7-8 

The Applicants note that they too conducted a search of the Internet. This non-comprehensive 
search turned up numerous sites with the term "biologically active agent " including those advertising 
textbooks and those selling chemicals. Copies of some of these are enclosed for the Examiner's 
convenience. They are from the Websites of the Research Foundation of the State University of New 
York Technology Transfer Office, MDL Information Systems, Cornell University, cplbookshop.com, 
chipsbooks.com, weyrich.com, immunepro.com, amazon.com, and agnic.org. The term "biologically 
active" has been highlighted. In addition, a recent search of patents issued from 1996-2002 revealed that 
1,538 patents used the term "biologically active" in the claims. A similar search revealed that 197 
patents used the term "biologically active agent" in the claims. The Applicants respectfully assert that 
"biologically active agent" is an art recognized phrase. 

The Applicants also conducted a non-comprehensive search of the Internet (not the USPTO site) 
using the terms "group", "attached", and "biologically active agent." This search resulted in multiple 
listings including US Patent No. 6,005,004. 

Furthermore, the Examiner recognizes the specification at pp. 21-22 defines "biologically active 
drug or agent" as: 

The term "biologically active drug or agent" refers to the chemical entity 
that produces the biological effect. In this invention, biologically active 
agents refers to M-P0 3 , M-P(0-)NHR 6 \ MP 2 0 6 3 ~, or MP 3 0 9 4 " where M 
can be the same M as in the parent drug or a metabolite, pp. 2 1 -22 

According to MPEP § 2173.02, the definiteness of claim language must not be analyzed in a vacuum, 
but in light of: 

(A) The content of the particular application disclosure; 

(B) The teachings of the prior art; and 

(C) The claim interpretation that would be given by one possessing the 
ordinary level of skill in the pertinent art at the time the invention was 
made. 
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The Applicants believe that a person of ordinary skill in the art would understand the meaning of the 
term "biologically active agent" especially when it is read in light of the specification. 

The Examiner asks if the term "biologically active agent" can include poisons or biochemical 
intermediates. (Office Action p. 7). The Applicants are unsure of what is meant by "poisons" or 
biochemical intermediates," but the Applicants note that the specification at p. 15 teaches that the 
biologically active compounds include, for example, anticancer agents, antiviral agents, and antibiotic 
agents. Certainly, many anticancer agents are known to be toxic. 

During the telephonic interview, the Examiner explained that he believed that the compounds 
excluded by the claims were not biologically active. As explained during the interview, the excluded 
compounds are biologically active. Consequently, the proviso does not make the claims indefinite. 

Therefore, the Applicants respectfully submit that claims 1-3, 7, 9-18, 20-46, 48-53, 150-157, 
165-166, and 171-173 are definite and request removal of the rejection. 

B. Claims 1-18, 20-46, 48-57, 150-157, and 165 remain rejected and claims 166 and 171-173 
are newly rejected as indefinite for failing to particularly point out and distinctly claim the 
subject matter which the applicant regards as the invention. 

This rejection is respectfully traversed. 

The Examiner finds the term "prodrug" to be indefinite. The Examiner states: 

Applicants' "prodrugs" are molecules whose structure lie outside the 
subject matter of claim 1, but upon metabolism in the body are converted 
to active compounds falling with the structural scope of claim 1. The 
claim describes the function intended but provides no specific structural 
guidance to what constitutes a "prodrug." Office Action p. 8 

The Examiner notes that the Applicants have pointed out that they do claim prodrugs of formula 
(I). However, the Examiner finds the Applicants' other arguments unpersuasive for three reasons. 
These are: 

Firstly, the passage uses open language "included but not limited to". 
Secondly, the passage says that "standard prodrugs" are intended. Yet, 
Wolff (Burger's Medicinal Chemistry) in section 9.1 makes clear that the 
design of prodrugs is an empirical exercise and no standard recipe exists, 
"may then be possible to identify the means by which the difficulties can 
be overcome". Thirdly, we know what the concept of prodrug entails. 
What we do not know is what specific compounds the Applicants claim. 
Office Action pp. 8-9 
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The Applicants respectfully note that there is nothing wrong with the use of "open language" 
such as "include but are not limited to" in the specification. The key is whether "the claim apprises one 
of ordinary skill in the art of its scope." M.P.E.P. § 2173.02. The Applicants assert that a person of 
ordinary skill in the art can determine what is or what is not a prodrug of the present invention. As Dr. 
Erion explains in his Declaration, "a person of ordinary skill in the art can readily determine what is or 
what is not a prodrug of the current invention. The tests for making such determinations are routine and 
well-known in the art." (Erion Decl. 1 4). 

The Applicants respectfully assert that no standard recipe for "prodrugs" is required in order that 

the claims be definite. The specification describes the preparation of prodrugs of this invention. {See pp. 

89-95 and Examples 12 and 13, pp. 113-1 14). Furthermore, prodrug technology is well understood in 

the art. Dr. Erion explains this further in his declaration saying: 

The tests for whether a compound is or is not a prodrug are routine, do not 
require undue experimentation, and were well-known in the art as of 
March 1999. Typically prodrugs are evaluated by first establishing assays 
that monitor production of the biologically active drug. This is typically 
accomplished using HPLC or HPLC coupled with mass spectroscopy. All 
techniques are routine for pharmaceutical companies and do not comprise 
undue experimentation. (Erion Decl. ^| 5). 

As Dr. Erion has said in his declaration, a person of ordinary skill in the art would have no 
trouble understanding what is meant by the term "prodrug" as used in the claims of this invention. 
(Erion Decl. Iffl 8-9) 

Indeed the term "prodrug" is commonly used in patent claims. A recent search of patents issued 
from 1976 to the present revealed that 343 patents used the term "prodrugs thereof in the claims. 

The Examiner also objects to the use of a functional definition. As stated in MPEP § 2173.05(g), 

there is nothing inherently wrong with defining some part of an invention through functional terms. In 

fact the use of functional language has explicitly been approved by the Court of Appeals. When 

discussing functional language in Swinehart, the Court said: 

In our view, there is nothing intrinsically wrong with the use of such a 
technique in drafting patent claims. Indeed, we have even recognized in 
the past the practical necessity for the use of functional language. In re 
Swinehart and Sfiligoj, 169 U.S.P.Q. 226, 228 (C.C.P.A. 1971). 

Furthermore, MPEP § 2173.01 states: 
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Applicants may use functional language, alternative expressions, negative 
limitations, or any style of expression or format of claims which makes 
clear the boundaries of the subject matter for which the protection is 
sought. As noted in In re Swinehart, 439 F.2d 210, 160 USPQ 226 
(CCPA 1971), a claim may not be rejected solely because of the type of 
language used to define the subject matter for which patent protection is 
sought. 

For example, In re Barr, the U.S. Court of Customs and Patent Appeals approved the use of 

functional language in defining the term "incapable of forming a dye with said oxidized developing 

agent." See In re Barr, 170 U.S.P.Q. 330, 337 (C.C.P.A. 1971). The Court went on to say that: 

In summary, we hold that an applicant may invoke the third paragraph of 
section 112 to justify the specification of one or more elements of a 
claimed compound in "functional" terms, and that those "functional" terms 
may be "negative." The real issue in any such case is not whether the 
recital is "functional" or "negative," but whether the recital sets definite 
boundaries on the patent protection sought - that is, whether those skilled 
in the relevant art can determine what the claim does or does not read on. 
Judged by this standard, we think it clear that the controverted language 
complies with the second paragraph of section 1 12. Id. 

Furthermore, a "limited use of terms of effect or result, which accurately define the essential 
qualities of a product to one skilled in the art, may in some instances be permissible and even desirable." 
In re Fuetterer, 138 USPQ 217, 222 (C.C.P.A. 1963)(quoting General Electric Co. v. Wabash Appliance 
Corp., 37 USPQ 466, 469 (U.S. 1938)). 

The present situation is similar to the In re Fuetterer case. In that case, the examiner and the 
Board rejected certain composition claims as indefinite, ambiguous, unduly broad, and functional, in 
part because the term "inorganic salts" was defined in a functional way. Id. at 218-219. The examiner 
stated that: 

"Inorganic salt" reads on literally thousands of materials, many of which 
would not be operative for applicant's purpose. For example, some salts 
could readily react with other ingredients in the composition while other 
salts could be corrosive or destructive of the rubber. This recitation is 
functional since it merely describes how the salt functions as the surface of 
the tire wears away. Id. at 220. 
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First, the Court found that use of functional language was proper. Id. at 222. Then the Court 

went on to say that the claims were not unduly broad. Id, at 223. The Court stated: 

in the words of the second paragraph of section 1 12, "applicant regards as 
his invention" the combination with his other tread ingredients of any 
inorganic salt capable of "maintaining the carbohydrate, the protein, or 
mixture thereof, in colloidal suspension* * *." It is exactly this 
combination which appellant has particularly pointed out and distinctly 
claimed in compliance with the second paragraph of section 
1 12.. .Appellant's invention is the combination claimed and not the 
discovery that certain inorganic salts have colloidal suspending properties. 
We see nothing in the patent law which requires appellant to discover 
which of all those salts have such properties and which will function in 
combination. Id. 

The Court went on to point out that there was no "undue burden" caused by the functional language of 
the claims: 

The Patent Office would require him to do research on the "literally 
thousands" of inorganic salts and determine which of these are suitable for 
incorporation into his claimed combination, apparently forgetting that he 
has not invented and is not claiming colloidal suspending agents but tire 
stock composed of a combination of rubber and other ingredients. Id. 

Although not directly on point, since the claim in Fuetterer was a combination claim, the 
C.C.P.A. held that the same reasoning applies to elements in claims for compounds. See In re Barr, 170 
U.S.P.Q. at 336 (stating that although Fuetterer was not directly on point "we feel that its rationale, if 
not its holding, is controlling here."). 

As in Fuetterer, it would be an undue burden on the Applicant to list each and every suitable 
prodrug. The desirability of functional language in these claims is clear. 

As stated in Barr, the real issue is whether the Applicants have set definite boundaries on the 
patent protection sought. A person of ordinary skill in the art knows what a prodrug is. A person of 
ordinary skill in the art would also understand what the boundaries of the invention are, particularly 
when the claims are viewed in light of the specification. Accordingly, there is nothing wrong with 
defining the term "prodrug" in a functional manner. Nothing requires that the Applicants list each and 
every suitable prodrug. The Applicants enclose copies of the above cited cases for the Examiner's 
convenience. 

As explained by Dr. Erion in his declaration, a person of ordinary skill in the art can easily 
determine what is or what is not a prodrug of this invention, such tests are routine, and no undue 
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experimentation is required. (Erion Decl. fflf 4-5, and 9). In addition, Dr, Erion explains that the 

preparation of prodrugs is routine. (Erion Decl. % 8). In the telephonic interview, the Examiner indicated 

that he would give favorable consideration to such a declaration from Dr. Erion. In view of the above 

arguments and the declaration, the Applicants submit that a person of ordinary skill in the art would not 

find the use of the term "prodrug" to be indefinite. 

Therefore, the Applicants respectfully submit that claims 1-18, 20-46, 48-57, 150-157, 165-166 

and 171-173 are definite and request withdrawal of the rejection. 

C. Claim 150 remains rejected as indefinite for failing to particularly point out and 
distinctly claim the subject matter which the applicant regards as the invention. 

This rejection is respectfully traversed. 

The Examiner says: 

Claim 150 provides for transforming "a compound drug having a -PO3 2 " 
. . .", but since the claim does not set forth any steps involved in the 
method/process, it is unclear what method/process applicant is intending 
to encompass, A claim is indefinite where it merely recites a use without 
any active, positive steps delimiting how this use is actually practiced. All 
the word "transforming" does is delineate which molecules are starting 
materials and which are products. What chemical reactions are being 
claimed? Office Action p. 9 

The Applicants again note that this is a process claim that contains the step of transforming a 

drug having a - PO3 2 " or -P(0)(NHR 6 )0" moiety into a compound of formula I. 

According to MPEP § 2173.02: 

Definiteness of claim language must be analyzed, not in a vacuum, but in 
light of 

(A) The content of the particular application disclosure; 

(B) The teachings of the prior art: and 

(C) The claim interpretation that would be given by one possessing the 
ordinary level of skill in the pertinent art at the time the invention was 
made. 

Indeed, it is well established that "claims are not to be read in a vacuum, and limitations therein are to be 
interpreted in light of the specification in giving them their 'broadest reasonable interpretation.' " In re 
Okuzawa, 537 F.2d 545, 548, 190 USPQ 464, 466 (C.C.P.A. 1976). 
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Here, the specification clearly provides guidance to a person of ordinary skill in the art. For 
example, the specification describes the phosphorylation of an alcohol under Mitsunobu reaction 
conditions, (p. 94). In the specification starting on p. 103, there are examples of prodrug compounds 
and general procedures for their preparation. The general procedure for phosphoramidate prodrugs 
begins with Example 1 and the general procedure for formation of nucleotide prodrugs begins with 
Example 4 on page 107. A person of skill in the art could use the methods disclosed in the specification 
to "transform" drugs having - PO3 " or -P(0)(NHR )0" moieties into compounds of formula I. 

In addition, the Applicants need not explain what is known to a person of ordinary skill in the art. 
According to MPEP § 2173.02, the claim language must be viewed in light of the interpretation that one 
of ordinary skill in the art would give to it. Since patents are written for persons of skill in the art of a 
particular field, patents need not contain subject matter that is known to persons of skill in the art. See S3 
Inc. v. nVidia Corp., 59 U.S.P.Q. 1745, 1748 (Fed. Cir. 2001). 

A person of ordinary skill in the art would not find claim 150 to be indefinite, particularly in 
view of the specification and their own knowledge of the art. Therefore, the Applicants respectfully 
submit that claim 150 is definite and request withdrawal of the rejection. 

D. Claims 155-157 remain rejected and claims 166 is newly rejected as indefinite for failing 
to particularly point out and distinctly claim the subject matter which the applicant 
regards as the invention. 

This rejection is respectfully traversed. 

The Examiner finds the term "oxidizing agent" to be indefinite. The Examiner points to two 
definitions of "oxidizing agent" and then says, "What are the structures of the reagents, whose use the 
Applicants claim?" (Office Action p. 10) The Examiner suggests listing the intended "oxidizing agents" 
on lines 16-18, p. 93. 

The Examiner acknowledges the Applicants argument that the oxidizing agent is intended to 

oxidize the phosphorus atom to the +5 oxidation state, but the Examiner finds the argument 

unpersuasive. The Examiner says: 

Attempting to define structure by function is not proper when the 
structures can be clearly expressed in terms that are more precise. It is not 
sufficient to define a chemical structure solely by a single chemical 
property. Office Action p. 10-11 

The term "oxidizing agent" is given a functional definition in that it must be capable of 
transforming the phosphoramidite into a compound of formula I. As explained above, according to 
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MPEP § 2173.05(g), there is nothing inherently wrong with defining some part of an invention through 
functional terms. In fact the use of functional language has explicitly been approved by the Court of 
Appeals. 

As discussed in Section HB. above, In re Barr, the U.S. Court of Customs and Patent Appeals 
approved the use of functional language in defining the term "incapable of forming a dye with said 
oxidized developing agent." See In re Barr, 170 U.S.P.Q. 330, 337 (C.C.P.A. 1971). The Court went on 
to say that: 

In summary, we hold that an applicant may invoke the third paragraph of 
section 1 12 to justify the specification of one or more elements of a 
claimed compound in "functional" terms, and that those "functional" terms 
may be "negative." The real issue in any such case is not whether the 
recital is "functional" or "negative," but whether the recital sets definite 
boundaries on the patent protection sought - that is, whether those skilled 
in the relevant art can determine what the claim does or does not read on. 
Judged by this standard, we think it clear that the controverted language 
complies with the second paragraph of section 1 12. Id. 

As in Barr, a person of ordinary skill in the art would not have difficulty determining what the claims do 
or do not read on. The claim clearly encompasses oxidizing agents that are capable of transforming the 
phosphoramidite into a compound of formula I. Consequently, the functional language is not indefinite. 
In addition, as in Fuetterer, the use of functional language in this situation is desirable in comparison to 
listing every possible oxidizing agent. Therefore, the Applicants respectfully submit that claims 155- 
157 and 166 are definite and request withdrawal of the rejection. 

HI. THE 35 USC § 1 12, FIRST PARAGRAPH REJECTIONS 

A. Claims 1-3, 7, 9-18, 20-46, 48-53, 56, 150-157, and 165 remain rejected and claims 166 
and 171-173 are newly rejected for failing to meet the written description requirement. 

This rejection is respectfully traversed. 

The Examiner states: 

The phrase in lines 16-17, page 128, "M is selected from... but is not an 
FBPase inhibitor" lacks written description. Applicants' claims are drawn 
to any radical derived from a molecule with a certain functional group and 
with a general biological property. What are the structures of these 
molecules? Structural formulas, names, or both can accurately describe 
organic compounds, which are the subject matter of claims 1-3, 7, 9-18, 
20-46, 48-53, 56, 150-157, 165, 166, and 171-173. Attempting to define 
means by function is not proper when the means can be clearly expressed 
in terms that are more precise. Applicants' dependant claims, listing the 
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specific diseases treated, do not clarify what chemical radicals are 
intended here. Office Action p. 1 1 

The Examiner notes that Applicants have correctly argued that only a portion of claim 1 is 

claimed in functional terms and that some structural guidance is provided to the identity of M, "namely 

that when it is attached to a phosphorus atom, the resulting molecule be biologically active." (Office 

Action p. 12). The Examiner also notes the Applicants argument using the new Written Description 

Guidelines. (Office Action p. 12). After quoting from MPEP § 2163, the Examiner says that "radical M 

is an essential feature." (Office Action p. 13). The Examiner then says: 

The question then, is, would the skilled medicinal chemist understand 
from the phrase in question, what radicals M were intended. The 
discussion above concerning the indefiniteness of this phrase means that 
they would not. Applicants' exclusions of alkyl amines form the list of 
claimed M groups means that they do not understand the phrase. Office 
Action p. 13 

In the telephonic interview, the Examiner agreed that if the indefiniteness rejection is removed, 
the written description rejection would also be removed as to these claims. In light of the argument 
above, the Applicants believe that these claims are definite and also satisfy the written description 
requirement. 

Therefore, the Applicants respectfully submit that claims 1-3, 7, 9-18, 20-46, 48-53, 56, 150-157, 
165-166 and 171-173 meet the written description requirement and request withdrawal of the rejection. 

B. Claims 1-18, 20-46, 48-57, 150-157, and 165 remain rejected and claims 166 and 171-173 
are newly rejected as lacking enablement 

This rejection is respectfully traversed. 

The Examiner states: 

Nowhere in the specification are directions given for preparing the 
"prodrugs" of the claimed compounds. Since the structures of these 
"prodrugs" are uncertain, direction for their preparation must be even 
more unclear [?]. Office Action p. 13 

The Examiner acknowledges the Applicants' argument that the preparation of prodrugs is 

standard in the art, but finds it unpersuasive for four reasons. 

Firstly, the specification provides no structural guidance and defines 
"prodrug" in purely functional terms. We know what the concept of 
prodrug entails. What we do not know is what specific compounds 
Applicants claim. Secondly, none of the citations is of record or 
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accessible to the Examiner. Thirdly, none of the references teaches how to 
make the prodrugs of Applicants compounds or even of compounds 
closely related by structure to Applicants'. Fourthly, finding a prodrug is 
a largely empirical exercise. Predicting if a certain ester of a claimed 
alcohol, for example, is in fact a prodrug, that produces the active 
compound metabolically, in man, at a therapeutic concentration and at a 
useful rate is filled with experimental uncertainty. Office Action pp, 13-14 

The Examiner believes that in order for a compound to be a prodrug it must meet three tests. 

These are 1) the compound is biologically inactive, 2) it must be metabolized to a second substance in 

human and at a rate and to an extent to produce a physiologically meaningful concentration, and 3) the 

second substance must be biologically active. (Office Action p. 14). The Examiner believes that in 

order to determine if a compound meets the "three criteria in a clinical trial setting passes the threshold 

of undue experimentation." (Office Action p. 14). The Examiner goes on to say: 

Wolff (Burger's Medicinal Chemistry in section 9.1 outlines the research 
program that must be undertaking to prepare a prodrugs including 
collaboration between the skilled medicinal chemists and metabolism 
specialists. Banker (Modern Pharmaceutics) says on page 451, first 
paragraph that "preparation of prodrugs is becoming common practice", 
implying that it is not routine as of 1996. Banker (Modern Pharmaceutics) 
says on page 596, third paragraph that "extensive development must be 
undertaken to find the correct chemical modification". Clearly an 
invitation to open-ended and potentially inconclusive research. Office 
Action p. 14 

First, the Applicants note that according to the above definition and what is known in the art, "in 
some cases, the prodrug is biologically active usually less than the drug itself, and serves to improve 
efficacy or safety through improved oral bioavailability, pharmacodynamic half-life, etc." Therefore, 
the first test suggested by the Examiner is not a requirement per se for prodrugs. However, determining 
whether a compound meets any of the three criteria set out by the Examiner requires only routine 
testing. 

As explained above in Section II.B., MPEP § 2173.05(g) explains that there is nothing inherently 
wrong with defining some part of an invention through functional terms. In fact the use of functional 
language has explicitly been approved by the Court of Appeals. When discussing functional language in 
Swinehart, the Court said: 
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In our view, there is nothing intrinsically wrong with the use of such a 
technique in drafting patent claims. Indeed, we have even recognized in 
the past the practical necessity for the use of functional language. In re 
Swinehart and Sfiligoj, 169U.S.P.Q. 226, 228 (C.C.P.A. 1971). 

The key is whether "the claim apprises one of ordinary skill in the art of its scope." M.P.E.P. § 2173.02. 

As Dr. Erion explains in his Declaration, "a person of ordinary skill in the art can readily determine what 

is or what is not a prodrug of the current invention. The tests for making such determinations are routine 

and well-known in the art." (Erion Decl. K 4). Furthermore, prodrug technology is well understood in 

the art. Dr. Erion explains this further in his declaration saying: 

The tests for whether a compound is or is not a prodrug are routine, do not 
require undue experimentation, and were well-known in the art as of 
March 1999. Typically prodrugs are evaluated by first establishing assays 
that monitor production of the biologically active drug. This is typically 
accomplished using HPLC or HPLC coupled with mass spectroscopy. All 
techniques are routine for pharmaceutical companies and do not comprise 
undue experimentation. (Erion Decl. U 5). 

In fact, the Applicants have provided structural guidance as to what is meant by the term 

"prodrug." As explained by Dr. Erion 

As defined at p. 15 of the specification a prodrug is a compound that 
undergoes a chemical modification to form a biologically active molecule 
or a precursor to the biologically active drug. There are many commonly 
known prodrugs. For example, a compound may have a free hydroxyl 
group on it. A common prodrug of a hydroxyl is an ester. Esters are often 
quickly broken down within the body to produce the compound with the 
free hydroxyl. In this example, the ester is the prodrug. In general, each 
functional group, e.g. hydroxyl, thiol, amine, carboxylic acid, has a set of 
well described prodrugs that have proven useful for masking the 
functional group in a manner that enables improved oral bioavailability, 
improved pharmacokinetics, improved distribution, or other properties 
readily observable during testing in animals and man. (Erion Decl. K 4). 

In addition, the specification gives examples for the preparation of prodrugs of this invention. 
(See pp. 89-95 and Examples 12 and 13, pp. 113-1 14). According to MPEP § 2164.01(b), "As long as 
the specification discloses at least one method of making and using the claimed invention that bears a 
reasonable correlation to the entire scope of the claim, then the enablement requirement of 35 U.S.C. 
1 12 is satisfied." Dr. Erion explains that "a person of ordinary skill in the art could routinely prepare 
prodrugs of the invention particularly in view of the general procedures for prodrug preparation given at 



SDILIBI\D8BU56913.03 



14 



« 



'* Response 
Serial No. 09/518,501 
Page 15 



pp. 89-95 of the specification and by the definition of the term "prodrug'* at p. 15 of the specification." 
(Erion Decl. If 8). 

The Examiner refers to certain citations not being of record. (Office Action pp. 13-14). 
Apparently, the Examiner is referring to two textbooks cited in the previous response. The Applicants 
were merely attempting to demonstrate that "prodrug" technology has been well-known in the art for 
years. Typically textbooks are written on fully-developed fields and not on cutting edge technology. 

There is no requirement that any textbook contain a recipe for making "prodrugs* of the 
Applicants* invention. The specification describes the preparation of prodrugs of this invention. (See 
pp. 89-95 and Examples 12 and 13, pp. 113-1 14). As Dr. Erion has explained "a person of ordinary skill 
in the art could routinely prepare prodrugs of the invention particularly in view of the general procedures 
for prodrug preparation given at pp. 89-95 of the specification and by the definition of the term 
"prodrug'* at p. 15 of the specification." (Erion Decl. f 8). 

Contrary to the Examiner's position, finding prodrugs in not a largely empirical exercise filled 

with experimental uncertainty. Dr. Erion explains this further in his declaration saying: 

The tests for whether a compound is or is not a prodrug are routine, do not 
require undue experimentation, and were well-known in the art as of 
March 1999. Typically prodrugs are evaluated by first establishing assays 
that monitor production of the biologically active drug. This is typically 
accomplished using HPLC or HPLC coupled with mass spectroscopy. All 
techniques are routine for pharmaceutical companies and do not comprise 
undue experimentation. (Erion Decl. K 5). 

As Dr. Erion has said in his declaration, a person of ordinary skill in the art would have no 
trouble understanding what is meant by the term "prodrug" as used in the claims of this invention. 
(Erion Decl. 8-9). 

The Examiner refers to Banker and interprets the phrase "preparation of prodrugs is becoming a 
common practice" to mean that it is not routine of 1996. (Office Action p. 14). First, the Applicants are 
not clear that this is the proper interpretation of the phrase from Banker. Second, 1996 is not the filing 
date of this Application. State of the art in 1996 is not necessarily state of the art in 1999, particularly 
when it comes to textbooks that are written well in advance of publication. 

The Examiner also points to the research program outlined in Burger and to the phrase 
"extensive development must be undertaken to find the correct chemical modification" in Banker as "an 
invitation to open-ended and potentially inconclusive research." (Office Action p. 14). Again, the 
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Applicants respectfully disagree with the Examiner's interpretation of these textbook sections. In any 
event, the Applicants are not clear as to why the Examiner finds these textbooks persuasive. The 
enablement requirement does not require that there be no experimentation. As stated in M.P.E.P. § 
2164.01: 

The fact that some experimentation may be complex does not necessarily 
make it undue, if the art typically engages in such experimentation. . .The 
test of enablement is not whether any experimentation is necessary, but 
whether if experimentation is necessary, it is undue. M.P.E.P. § 2164.01 
(internal citations omitted) 

In fact, Dr. Erion has explained that a person of ordinary skill in the art can routinely prepare the 

prodrugs of this invention without undue experimentation. (Erion Decl. If 8) It should be noted that the 

Court has cautioned against the Examiner substituting his opinion for that of one skilled in the art. For 

example when speaking to an obviousness rejection, the Court said: 

We do not think it was the intent of section 103 that either the examiner, 
the board, or this court should substitute their own speculations for the 
factual knowledge of those skilled in the art. Where, as here, an affidavit 
states facts which are relevant to the ultimate determination of the legal 
issue arising under 103, we think it must be given careful evaluation and 
properly weighed to determine whether it factually rebuts the bases upon 
which the examiner has predicated his findings of obviousness. In re 
Katzschmann, 146U.S.P.Q. 66, 68 (C.C.P.A. 1965). 

As explained by Dr. Erion in his declaration, a person of ordinary skill in the art can easily 
determine what is or what is not a prodrug of this invention, such tests are routine, and no undue 
experimentation is required. (Erion Decl. fl 4-5, and 9). In addition, Dr. Erion explains that the 
preparation of prodrugs is routine. (Erion Decl. ^ 8). In the telephonic interview, the Examiner indicated 
that he would give favorable consideration to such a declaration from Dr. Erion. In view of the above 
arguments and the declaration, the Applicants submit that a person of ordinary skill in the art would find 
that the claims are enabled. 

Therefore, the Applicants respectfully request withdrawal of the rejection that claims 1-18, 20- 
46, 48-57, 150-157, 165-166 and 171-173 are not enabled. 
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IV. THE 35 USC § 101 REJECTION 

Claim 150 remains rejected under 35 USC § 101 because the Examiner says it is an improper 
process claim. This rejection is respectfully traversed. 

The Examiner says that the Applicants appear to agree that there are no steps are indicated in the 
claimed process. The Examiner goes on to say: 

While the process may consist of a single step, how is the enablement and 
written support for the claim to be determined if we do not know of what 
the process consists? How is the public to understand the metes and 
bounds of the claim? Office Action p. 10 

The Applicants do not agree that there are no steps indicated in the claimed method. Claim 150 
is directed toward a method of making a compound of formula I comprising the step of transforming a 
drug having a - P0 3 2 " or -P(0)(NHR 6 )0" moiety into a compound of formula L As pointed out in the 
previous response, this is a process claim and not a use claim. 

There is no requirement that process claims contain multiple steps. The Applicants believe that 
the claim is a proper process claim and that the 35 USC § 101 rejection is improper. 35 USC § 101 
clearly allows the patenting of processes, machines, manufactures, and compositions of matter. Claim 
150 is clearly a process claim. Therefore, the Applicants respectfully request withdrawal of the rejection 
that claim 150 is an improper process claim under 35 USC § 101. 

CONCLUSION 

In conclusion, Applicants respectfully submit that all pending claims are in condition for 
allowance. The Examiner is invited to contact Applicants' undersigned Representative if it is believed 
that prosecution may be furthered thereby. 



Brobeck, Phleger & Harrison LLP 
12390 El Camino Real 
San Diego, CA 92130-2081 
Direct Dial: (858) 720-2500 
Facsimile: (858) 720-2555 



Respectfully Submitted, 




Diana L. Bush, Ph.D. 
Reg. No. 51,109 
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